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protecting creative works

✤ Intellectual property rights

✤ copyright

✤ trademarks/servicemarks

✤ patents (utility, design, plant)

✤ trade secrets

✤ confidentiality agreements, non-disclosure agreements, and 

“confidential notices”



intellectual property overview



copyright. Extending its life through 

the personhood of a corporation 

✤ This answers the question of life of corporate owned 

copyright and what happens if copyright transferred to 

corporation 

✤ Extend the life of your copyright!

✤ http://yourbusiness.azcentral.com/copyrights-owned-

corporation-ever-expire-4152.html

http://yourbusiness.azcentral.com/copyrights-owned-corporation-ever-expire-4152.html


trademarks, copyrights, & patents: oh my

A trademark typically protects brand names* and logos used on

goods and services.

A copyright protects an original artistic or literary work; expressions of

creativity.

A patent protects an invention.

For example, if you invent a new kind of vacuum cleaner, you would apply

for a patent to protect the invention itself. You would apply to register a

trademark to protect the brand name of the vacuum cleaner.

And you might register a copyright for the TV commercial that you use to

market the product.



other protections  trade secrets, non-disclosure 

and confidentiality agreements

✤ trade secrets:  protect ideas that “secrets and ideas” that cannot be patented

✤ note:  nothing precludes reverse engineering or independent development

✤ contracts:  use non-disclosure and confidentiality agreements and clauses and 

CLEAR LABELING of confidential material.  Be judicious in your practice of 

maintaining confidentiality of that which you want to protect

✤ proposals

✤ clients

✤ employees

✤ independent contractors



trademark   identify the source

Trademark identifies goods or services as being from a particular source.

• A trademark is generally a word, phrase, symbol, or design, 

or a combination thereof, that identifies and distinguishes the 

source of the goods of one party from those of others.

• A service mark is the same as a trademark, except that it 

identifies and distinguishes the source of a service rather than goods. 

NOTE:  Folks and publications often use the term 

trademark to cover both trademarks and service marks



trademark  business and domain names

Neither a state’s authorization to form a business with 

a particular name nor registration of a domain name gives you 

trademark rights and other parties could later try to prevent your use of the 

business name if they believe a likelihood of confusion exists with 

their trademarks.

A trademark identifies goods or services as being from a particular source. 

A business name identifies the source; as does a domain name.

However, a domain name or a business name MAY qualify as trademark through 

prominent use apart from the web address (for a domain name) and through other use 

of the business name as the source of the goods or services (for a business name).

example:  you start using your business or domain name as a logo

Apple, Levi, google, etc.



trademark     tradename?

A registered trademark is a form of legal recognition of your right to use a particular “word, 

phrase, symbol or design, or a combination of words, phrases, symbols or designs, that 

identifies and distinguishes the source of the goods of one party from those of others.” And, 

remember  the  service mark which does the same thing for services, rather than goods. 

Again, The term trademark includes both.

A tradename is just the name you use, in trade.  You can register it with the state and if you 

incorporate or register as a business entity.  Your use of the name doesn’t necessarily 

preclude another’s use of it.  Unless your use of your name has become identified with the 

source of your goods and services and you apply for trademark.  A state may not allow 

another to incorporate under the same name, but registration of the name with a state 

doesn’t offer the legal protection of trademark law.

A trade name is nothing more than the name you choose — other than your own individual name — for your 

business. The U.S. Small Business Administration (SBA) explains: “a trade name is the official name under which 

a company does business. It is also known as a “doing business as” name, assumed name, or fictitious name”



trademark   likelihood of confusion

USPTO examines every application for compliance with federal law and rules. 

The most common reason to refuse registration is a “likelihood of confusion” between the mark of the applicant and a mark already registered or in a prior-

led pending application owned by another party. 

(1) the marks are similar, and 

(2) the goods and/or services of the parties are related such that consumers would mistakenly believe they come from the same source. 

Similarity, standing alone, is not enough to support a finding of a likelihood of confusion, unless a court has held that the mark is actually a famous 

mark. 

Generally two identical marks can co-exist, so long as the goods and services are not related. 





trademark   Relatedness of Goods and/or Services

Even if two marks are found to be confusingly similar, a likelihood of confusion will

exist only if the goods and/or services upon which or in connection with the

marks are used are, in fact, related.

Whether the goods and/or services are related is determined by considering the

commercial relationship between the goods and/or services identified in the

application with those identified in the registration or earlier filed application.

To find relatedness between goods and/or services, the goods and/or services do

not have to be identical. It is sufficient that they are related in such a manner that

consumers are likely to assume (mistakenly) that they come from a common

source.

The issue is not whether the actual goods and/or services are likely to be confused

but, rather, whether a likelihood of confusion would exist as to the source of

the goods and/or services.



Trademarks

✤ Branding

✤ Consumer and Competitor Recognition

✤ Use www.uspto.gov A wealth of information. 

✤ Vast information available online…as always, be careful with source.

✤ Always search first. USPTO has an easy to use searchable database

✤ Two logos.  Two different markets.  Both can be protected 

✤ University of Alabama. Aggressive enforcement. Cupcakes with the letter A

✤ http://www.al.com/sports/index.ssf/2013/11/university_of_alabama_aggressi.html

http://www.uspto.gov
http://www.al.com/sports/index.ssf/2013/11/university_of_alabama_aggressi.html


trademarks

✤ branding:  interestingly, it is better NOT to use descriptive 

words in your trademark.  

✤ easier to get the trademark approved

✤ better hook for your target market

✤ compare Apple for computers versus QuickRise for pie 

crust

✤ which is more “in your face”



Trademark



Trademark. When color is protected 

✤ YSL v. LaBoutin and LaBoutin v. YSL 

✤ Two major French fashion houses 

✤ Battle over the color red 

✤ soles on shoes

✤ LaBoutin sued for trademark infringement; YSL sued 

to cancel the trademark 



Don't step on my red soled shoes 

(unless your shoes are red)

Updated Tuesday October 16, 4.47pm: Yves Saint 

Laurent SA has voluntarily dismissed its lawsuit 

against Christian Louboutin SA in a move that will 

bring the lengthy court case to an end. The latter 

footwear label first sued the French fashion house in 

April 2011 over allegations that the label had copied its 

signature red soles. In September this year, the New 

York Court of Appeals said that Louboutin's trademark 

red soles were entitled to protection, except when the 

shoe itself is red - allowing YSL to make and sell red-

soled shoes.

http://www.vogue.co.uk/news/2011/04/20/christian-louboutin-sues-yves-saint-laurent-for-red-sole-shoes



trademark   YSL statement

"Now that the Court of Appeals has definitively ruled for Yves 

Saint Laurent and has dismissed Christian Louboutin's claims, 

Yves Saint Laurent has decided to end what was left of the 

litigation and refocus its energies on its business and its 

creative designs," YSL attorney David Bernstein told WWD. "By 

dismissing the case now, Yves Saint Laurent also wishes to 

ensure that the Court will not make any further rulings that 

put at risk the ability of fashion designers to trademark 

colour in appropriate cases."

http://www.vogue.co.uk/news/2011/04/20/christian-louboutin-sues-yves-saint-laurent-for-red-sole-shoes



trademark   LaBoutin Statement

Christian Louboutin is equally happy to see the case close.

"Christian Louboutin is pleased to receive the news of the dismissal announcement by 

Yves Saint Laurent today of their claims against Christian Louboutin, which were filed 

before district Judge Marrero and were left with no merits since the decision of the US 

Court of Appeals," a statement from the label read. 

"We have considered this case closed since last September, when the Court of Appeals 

rendered their ruling - re-affirming the validity of our trademark rights on the red 

sole in the United States, an iconic signature of Christian Louboutin over the past 

20 years. The ruling deprived Yves Saint Laurent of its claim for cancellation of our 

trademark. 

We are delighted to note that Yves Saint-Laurent have instead decided 'to refocus their 

energies on its business and creative designs’."

http://www.vogue.co.uk/news/2011/04/20/christian-louboutin-sues-yves-saint-laurent-for-red-sole-shoes

http://www.vogue.co.uk/news/2011/04/20/christian-louboutin-sues-yves-saint-laurent-for-red-sole-shoes


copyright and patent



copyright

“Copyrights protect original works of authorship, such as literature, music, artistic works, and 

computer software. As the holder of a copyright, you have the exclusive right to reproduce, 

adapt, and distribute the work. 

A copyright exists from the moment the work is created, so registration is voluntary.*

However, registered works may be eligible for statutory damages and attorneys fees in a 

copyright infringement suit, so it is recommended that you register at the U.S. Copyright Office. 

You can register your copyright online by completing an application, submitting a non-refundable 

fee of $35, and sending in a non-returnable copy of your work.

The average processing time for e-filed and paper applications is 2.5 months and 5.6 months, 

respectively. The duration of the copyright depends on several factors, but generally for works 

created* after Jan. 1, 1978, the copyright lasts for the life of the author plus an additional 

70 years and is non-renewable. You can visit the U.S. Copyright Office for more information.”
- See more at: https://www.upcounsel.com/intellectual-property-protection#sthash.aPiHk8Lq.dpuf

https://www.upcounsel.com/copyright
https://www.upcounsel.com/intellectual-property-protection#sthash.aPiHk8Lq.dpuf


copyright  publication date and what 

law applies

✤ *In the complicated scheme of copyright laws, which law applies to a 

particular work depends on when that work is published. A work is 

considered published when the author makes it available to the public on 

an unrestricted basis. This means that it is possible to distribute or 

display a work without publishing it if there are significant restrictions 

placed on what can be done with the work and when it can be shown to 

others. For example, Andres Miczslova writes an essay called “Blood 

Bath” about the war in Bosnia, and distributes it to five human rights 

organizations under a non-exclusive license that places restrictions on 

their right to disclose the essay’s contents. “Blood Bath” has not been 

“published” in the copyright sense. If Miczslova authorizes posting of the 

essay on the Internet, however, it would likely be considered published.



copyright

✤ poetry

✤ movies

✤ CD-ROMs, video games

✤ videos

✤ plays

✤ paintings

✤ sheet music

✤ recorded music performances

✤ novels

✤ software code

✤ sculptures

✤ photographs

✤ choreography 

✤ architectural designs.

✤ http://fairuse.stanford.edu/overview/faqs/copyright-basics/



copyright

✤ a work must be “fixed in a tangible medium of 

expression.” The work must exist in some physical 

form for at least some period of time, no matter 

how brief. Virtually, any form of expression will 

qualify as a tangible medium, including a computer’s 

random access memory (RAM), the recording media 

that capture all radio and television broadcasts, and 

the scribbled notes on the back of an envelope that 

contain the basis for an impromptu speech.                              
http://fairuse.stanford.edu/overview/faqs/copyright-basics/



copyright

✤ the work must be original — that is, independently created by the 

author. It doesn’t matter if an author’s creation is similar to existing 

works, or even if it is arguably lacking in quality, ingenuity or 

aesthetic merit. So long as the author toils without copying from 

someone else, the results are protected by copyright.

✤ a work must be the result of at least some creative effort on the part 

of its author. There is no hard and fast rule as to how much creativity 

is enough. As one example, a work must be more creative than a 

telephone book’s white pages, which involve a straightforward 

alphabetical listing of telephone numbers rather than a creative 

selection of listings.                  http://fairuse.stanford.edu/overview/faqs/copyright-basics/



copyright. Ideas are free as the air

✤ http://www.rbs2.com/cidea.pdf

http://www.rbs2.com/cidea.pdf


copyright (not for ideas or facts)

✤ Copyright shelters only fixed, original and creative expression, not the ideas or facts upon which the 

expression is based. For example, copyright may protect a particular song, novel or computer game about 

a romance in space, but it cannot protect the underlying idea of having a love affair among the stars. 

Allowing authors to monopolize their ideas would thwart the underlying purpose of copyright law, which 

is to encourage people to create new work.

✤ For similar reasons, copyright does not protect facts — whether scientific, historical, biographical or 

news of the day. Any FACTS that an author discovers in the course of research are in the PUBLIC 

DOMAIN, FREE TO ALL. For instance, anyone is free to use information included in a book about how the 

brain works, an article about the life and times of Neanderthals or a TV documentary about the 

childhood of President Clinton — provided that that they express the information in their own 

words.

✤ Facts are not protected even if the author spends considerable time and effort discovering things 

that were previously unknown. For example, the author of the book on Neanderthals takes ten years to 

gather all the necessary materials and information for her work. At great expense, she travels to hundreds 

of museums and excavations around the world. But after the book is published, any reader is free to use 

the results of this ten year research project to write his or her own book on Neanderthals — without paying 

the original author.

✤ http://fairuse.stanford.edu/overview/faqs/copyright-basics/



copyright  legal mumbo jumbo idea or expression



✤ copyright  legal mumbo jumbo idea or expression

✤ http://www.rbs2.com/cidea.pdf

http://www.rbs2.com/cidea.pdf


copyright  Ideas vs. Expression

✤ Simplistically stated, the distinction is between 

✤ 1.  the exclusive right to control the use of a system 

or method or idea (which may be protected by a 

patent or contract, but not copyright) AND

✤ 2.  the right to prohibit verbatim copying of the 

explanation of the system or method or idea.



copyright  IDEAS are not protected

✤ Examples of the “ideas” for which copyright offers no protection:

✤ a bookkeeping ledger system, complete with lines

✤ 1.  blank forms are not copyrightable and 2. a system of bookkeeping is an idea

✤ a book on physiognomy

✤ the idea of a play about failed romance; story plots

✤ Shakespeare’s Twelfth Night…the idea that “a vain and foppish steward who became amorous of his 

mistress”  www.rbs2.com/cidea.pdf

✤ Einstein’s theory of relativity

✤ Darwin’s theory of the Origin of the species

✤ a book on perspective, with drawings and illustrations on how to draw in perspectives

✤ a book on medicines and mixtures…gives the author no exclusive right to manufacture those remedies



copyright  IDEAS

✤ What about a pattern for sewing a particular design?

✤ Copyright does not protect the underlying method described in the pattern 

because that information is, by law, not an appropriate subject for 

copyright protection (side note: though it could be the appropriate subject 

of a utility patent). According to the U.S. Copyright Office, the copyright in 

the text and illustrations describing this method does not give the author 

any right to prevent others from adapting the described method itself for 

commercial or other purposes or from using any procedures, processes, or 

methods described in the quilt pattern. For example, you can write a 

tutorial on a method for sewing together Y-seams and you would have a 

copyright in the text and illustrations describing your method, but you 

cannot copyright the method itself nor could you prevent someone 

from using your method or teaching your method to others.



copyright   IDEAS

✤ Are you free to sell the outfit made from the pattern?

✤ According to the U.S. Copyright Office, an author cannot prevent others 

from adapting a method for commercial purposes. That is because 

copyright protection does not extend to any “idea, system, method, 

device, name, or title.” A clothing pattern, in essence, is simply the 

description of a method and therefore, I argue, anyone can make and 

sell the items using the author’s pattern, without limitation, including 

direct copies and derivative works.



copyright v. patent

✤ while a fashion designer may not “copyright” the 

design of an outfit, patent may be available for unique 

closures, fittings, RIVETS (Levis), a waterproof pocket



copyright v patent (the waterproof pocket)



copyright FAIR USE

“Fair use is a copyright principle based on the belief that the public is entitled to freely use 

portions of copyrighted materials for purposes of commentary and criticism.* For example, 

if you wish to criticize a novelist, you should have the freedom to quote a portion of the 

novelist’s work without asking permission. Absent this freedom, copyright owners could stifle 

any negative comments about their work.

Unfortunately, if the copyright owner disagrees with your fair use interpretation, the dispute 

may have to be resolved by a lawsuit or arbitration. If it’s not a fair use, then you are infringing 

upon the rights of the copyright owner and may be liable for damages.

The only guidance for fair use is provided by a set of factors outlined in copyright law. These 

factors are weighed in each case to determine whether a use qualifies as a fair use. For 

example, one important factor is whether your use will deprive the copyright owner of income. 

Unfortunately, weighing the fair use factors is often quite subjective. For this reason, the fair 

use road map can be tricky to navigate.”  Richard Stim

*[NOTE:  it also includes parody]. 



copyright  Fair Use

“… fair use is any copying of copyrighted material done for a limited and 

“transformative” purpose, such as to comment upon, criticize, or parody a 

copyrighted work. Such uses can be done without permission from the copyright owner. 

In other words, fair use is a defense against a claim of copyright infringement. If your 

use qualifies as a fair use, then it would not be considered an illegal infringement.

“So what is a “transformative” use? If this definition seems ambiguous or vague, be 

aware that millions of dollars in legal fees have been spent attempting to define 

what qualifies as a fair use. There are no hard-and-fast rules, only general rules 

and varied court decisions, because the judges and lawmakers who created the fair use 

exception did not want to limit its definition. Like free speech, they wanted it to have an 

expansive meaning that could be open to interpretation.”

Most fair use analysis falls into two categories: (1) commentary and criticism, or (2) parody.”



copyright   FAIR USE

“Commentary and Criticism

If you are commenting upon or critiquing a copyrighted work — for instance, writing a 

book review — fair use principles allow you to reproduce some of the work to 

achieve your purposes. Some examples of commentary and criticism include:

• quoting a few lines from a Bob Dylan song in a music review

• summarizing and quoting from a medical article on prostate cancer in a news report

• copying a few paragraphs from a news article for use by a teacher or student in a 

lesson, or

• copying a portion of a Sports Illustrated magazine article for use in a related court 

case.

The underlying rationale of this rule is that the public reaps benefits from your review, 

which is enhanced by including some of the copyrighted material. Additional examples 

of commentary or criticism are provided in the examples of fair use cases.” Richard Stim



Copyrght. Fair use

✤ Andy Warhol

✤ His work incorporated appropriated images of 

Campbell’s soup cans or of Marilyn Monroe

✤ That work comments on consumer culture and 

explores the relationship between celebrity culture and 

advertising



copyright  FAIR USE

“Parody

A parody is a work that ridicules another, usually well-known 

work, by imitating it in a comic way. Judges understand that, by 

its nature, parody demands some taking from the original work 

being parodied. Unlike other forms of fair use, a fairly extensive 

use of the original work is permitted in a parody in order to 

“conjure up” the original.”

Richard Stim



Copyright. Fair use

✤ Parody

✤ For example, the rap group 2 Live Crew’s parody of 

Roy Orbison’s “Oh, Pretty Woman” “was clearly 

intended to ridicule the white-bread original

✤ Movie parodies of blockbuster films

✤ Southpark



copyright  FAIR USE

✤ The Four Factors of Fair Use

• the purpose and character of your use

• the nature of the copyrighted work

• the amount and substantiality of the portion taken, and

• the effect of the use upon the potential market.

Note:  As Richard Stim wrote: “a judge has a great deal of freedom when 

making a fair use determination, so the outcome in any given case can be 

hard to predict"



copyright  Fair Use  17 U.S.C. 107

Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, 

including such use by reproduction in copies or phone records or by any other means 

specified by that section, for purposes such as criticism, comment, news reporting, 

teaching (including multiple copies for classroom use), scholarship, or research, is not an 

infringement of copyright. In determining whether the use made of a work in any particular 

case is a fair use the factors to be considered shall include—

(1) the purpose and character of the use, including whether such use is of a commercial 

nature or is for nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the portion used in relation to the copyrighted work 

as a whole; and

(4) the effect of the use upon the potential market for or value of the copyrighted work.

The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is 

made upon consideration of all the above factors.



copyright  FAIR USE

✤ A famous or infamous Appropriations artist. Otherwise known as 

(Richard) Prince 

✤ Beyond commentary, criticism, and parody.... Transformative works

✤ What is an appropriation artist?  The Tate Gallery defines it as “the 

more or less direct taking over into a work of art a real object or 

even an existing work of art.” 

✤ Prince bought Cariou's book of photographs of Rastafarians, a book 

that had been out of print and did not do well commercially.  Cariou 

had made a total of $8,000.



Copyright.  fair use

✤ For the most part, the appellate court found Prince’s 

artworks transformative of Cariou’s photographs and 

did not violate Cariou's copyrights. 

✤ It remanded the case for the trial court to make further 

analysis of five of the works.



✤ Prince first came across a copy of Yes Rasta in a bookstore 

in St. Barth’s in 2005.

✤ Between December 2007 and February 2008, Prince had a 

show at the Eden Rock hotel in St. Barth’s that included a 

collage, titled Canal Zone (2007), comprising 35 

photographs torn out of Yes Rasta and pinned to a piece of 

plywood. 

✤ Prince altered those photographs significantly, by among 

other things painting “lozenges” over their subjects’ facial 

features and using only portions of some of the images.

✤ In June 2008, Prince purchased three additional copies of 

Yes  Rasta. He went on to create thirty additional artworks in 

the Canal Zone series



✤ Yes Rasta is a book of photographs measuring 

approximately 9.5" x 12". 

✤ Prince’s artworks, in contrast, comprise inkjet printing 

and acrylic paint, as well as pasted-on elements, and are 

several times that size. 

✤ For instance, Graduation measures 72 3/4" x 52 1/2" and 

James Brown Disco Ball 100 1/2" x 104 1/2".

✤ The smallest of the Prince artworks measures 40" x 30", 

or approximately ten times as large as each page of Yes 

Rasta.

✤ In some, Cariou’s work is almost entirely obscured.        





✤ In other works, such as Graduation, Cariou’s original 

work is readily apparent: Prince did little more than 

paint blue lozenges over the subject’s eyes and 

mouth, and paste a picture of a guitar over the 

subject’s body.



✤ C z



✤ The trial court found in favor of Cariou because 

Prince’s work did not 

✤ comment on Cariou, on Cariou’s Photos, or on 

aspects of popular culture closely associated with 

Cariou or the Photos when he appropriated the 

Photos.



✤ The purpose of the copyright law is “[t]o promote the Progress of 

Science and useful Arts . . . .” U.S. Const., Art. I, § 8, cl. 8. 

✤ As Judge Pierre Leval of this court has explained, "[t]he copyright is 

not an inevitable, divine, or natural right that confers on authors the 

absolute ownership of their creations. It is designed rather to 

stimulate activity and progress in the arts for the intellectual 

enrichment of the public.” Pierre N. Leval, Toward a Fair Use Standard, 

103 Harv. L. Rev. 1105, 1107 (1990) (hereinafter “Leval”). 

✤ Fair use is “necessary to fulfill [that] very purpose.” Campbell, 510 

U.S. at 575. Because “‘excessively broad protection would stifle, rather 

than advance, the law’s objective,’” fair use doctrine “mediates between” 

“the property rights [copyright law] establishes in creative works, which 

must be protected up to a point, and the ability of authors, artists, and 

the rest of us to express them- or ourselves by reference to the works of 

others, which must be protected up to a point.” Blanch, 467 F.3d at 250 

(brackets omitted) (quoting Leval at 1109).



Copyright.  Fair use

✤ The law imposes no requirement that a work comment on the original or its 

author in order to be considered transformative, and a secondary work may 

constitute a fair use even if it serves some purpose other than those (criticism, 

comment, news reporting, teaching, scholarship, and research) identified in the 

preamble to the statute. Id. at 577; Harper & Row, 471 U.S. at 561. Instead, as the 

Supreme Court as well as decisions from our court have emphasized, to qualify as a 

fair use, a new work generally must alter the original  with “new expression, 

meaning, or message.” Campbell, 510 U.S. at 579; see also Blanch, 467 F.3d at 

253 (original must be employed “in the creation of new information, new 

aesthetics, new insights and understandings” (quotation marks omitted)); Castle 

Rock, 150 F.3d at 142.

✤ Here, our observation of Prince’s artworks themselves convinces us of the 

transformative nature of all but five, which we discuss separately below. These 

twenty-five of Prince’s artworks manifest an entirely different aesthetic from Cariou’s 

photographs.



✤ Where Cariou’s serene and deliberately composed 

portraits and landscape photographs depict the natural 

beauty of Rastafarians and their surrounding environs, 

Prince’s crude and jarring works, on the other hand, 

are hectic and provocative.

✤ Cariou’s black-and-white photographs were printed in 

a 9 1/2" x 12” book



✤ Prince has created collages on canvas that 

incorporate color, feature distorted human and other 

forms and settings, and measure between ten and 

nearly a hundred times the size of the photographs. 

Prince’s composition, presentation, scale, color 

palette, and media are fundamentally different and 

new compared to the photographs, as is the 

expressive nature of Prince’s work. See Campbell, 

510 U.S. at 579.



✤ Prince’s audience is very different from Cariou’s, and 

there is no evidence that Prince’s work ever touched –

much less usurped – either the primary or derivative 

market for Cariou’s work



Copyright. Fair use. 

✤ “The next we heard of Richard Prince -- who, it should be admitted, sounds 

like a real jerk -- he had set up an exhibit where he had printed out people's 

Instagram photos along with some fake "comment" text added by Prince 

himself, and was charging obscene amounts of money for them (~$100,000). 

As we noted, it was a jerk move to do, but it didn't actually take anything away 

from the original works”

✤ “and a number of people whose photos were used (even as they were upset 

about it) responded in a non-legal fashion -- by using Prince's exhibit to 

promote themselves. And in the case of the well-known Suicide Girls site 

(many of Prince's Instagram appropriations had been from Suicide Girls), they 

offered their own prints with their own comments... for $90.”

✤ www.techdirt.com

http://www.techdirt.com


✤ “But, of course, eventually a lawsuit had to come, and 

now it's here. And, would you believe it -- it (once 

again) involves photographs of Rastafarians. You can 

read the complaint here. It's been filed by 

photographer Donald Graham that apparently 

someone else (not a party to the lawsuit) had posted 

an unauthorized copy to Instagram (under the 

username "rastajay92"), when Prince then did his 

screenshot -> add nonsensical text -> presto it's fine 

art trick thing, leading to this:”

✤ techdirt.com

http://techdirt.com




✤ The gallery put up a billboard in Manhattan for the 

exhibit which included the image



✤ Once again, as we've noted in the past, even if you don't appreciate 

Prince's "art," it's fairly obvious that some people do, because 

people do keep buying up his works, even at those crazy prices. And 

thus, whether or not you or I or a judge feels it's art, it's clearly art to some 

people. And that's where it gets troubling that a court now gets to 

weigh in and determine whether or not this kind of art can be allowed 

or if it needs to be banned and destroyed. Prince is hardly a shining 

prince for fair use, but these lawsuits can have a huge impact on how 

fair use works.

✤ As for Graham, I can totally understand why he feels upset, insulted or 

even ripped off. But as we saw when this exhibit first came out, it 

seems like there were a number of much better (and less expensive) 

ways of dealing with this than filing a copyright lawsuit. Graham 

could have easily used the situation to get extra attention for his own 

work. Instead, he's choosing to rip apart someone else's work.

✤ techdirt.com

http://techdirt.com


copyright  moral of fair use Prince

✤ Sometimes, fighting is too costly

✤ Sometimes, the appropriation art BENEFITS YOU

✤ whine, fight, or capitalize



Copyright. Fair Use

✤ Painting a picture from a photograph 

✤ Painting a sculpture

✤ Painting a painting 



copyright  Public Domain

The Public Domain
ABSOLUTELY FREE! MUSIC, TEXT, AND ART!! COPY ALL YOU WANT!! If you saw 
an advertisement like this, you might wonder, “What’s the catch?” When it comes to 
the public domain, there is no catch. If a book, song, movie, or artwork is in the public 
domain, then it is not protected by intellectual property laws (copyright, trademark, or 
patent laws)—which means it’s free for you to use without permission.

As a general rule, most works enter the public domain because of old age. This includes 
any work published in the United States before 1923 or works published before 1964 
for which copyrights were not renewed. (Renewal was a requirement for works 
published before 1978.) A smaller group of works fell into the public domain because 
they were published without a copyright notice, which was necessary for 
works published in the United States before March 1, 1989. Some works are 
in the public domain because the owner has indicated a desire to give them to the 
public without copyright protection. The rules establishing the public domain status 
for each of these types of works are different.



copyright  CREATIVE COMMONS

Dedicating Works to the Public Domain Through Creative Commons
Creative Commons, a nonprofit organization designed to foster the public domain, helps copyright owners dedicate their 
works to the public domain.  WHY WOULD AN ARTIST DO THIS?  It gets your work out there, under a license that allows 
you to continue to do whatever you wish with your work.  It allows artists to use other artists’ works to augment their own. In
its own words “Keep the Internet Creative, Free, and Open”.  Or perhaps, sharing is caring?!

Visit their page and read away.  The concept behind CC is sharing benefits everyone.  Creative Commons is a nonprofit 
organization that enables the sharing and use of creativity and knowledge through free legal tools.
It offers free, easy-to-use copyright licenses provide a simple, standardized way to give the public permission to share and 
use your creative work — on conditions of your choice. CC licenses let you easily change your copyright terms from the 
default of “all rights reserved” to “some rights reserved.”
Creative Commons licenses are not an alternative to copyright. They work alongside copyright and enable you to modify your 
copyright terms to best suit your needs.

If you want to give people the right to share, use, and even build upon a work you’ve created, you should consider publishing
it under a Creative Commons license. CC gives you flexibility (for example, you can choose to allow only non-commercial 
uses) and protects the people who use your work, so they don’t have to worry about copyright infringement, as long as they 
abide by the conditions you have specified.

If you’re looking for content that you can freely and legally use, there is a giant pool of CC-licensed creativity available to you. 
There are hundreds of millions of works — from songs and videos to scientific and academic material — available to the 
public for free

I believe, but am not sure, that CC also monitors for violations.

http://creativecommons.org/licenses/
http://wiki.creativecommons.org/FAQ#What_does_.22Some_Rights_Reserved.22_mean.3F
http://wiki.creativecommons.org/FAQ#How_do_CC_licenses_operate.3F
http://creativecommons.org/music-communities
http://creativecommons.org/tag/video
http://creativecommons.org/science
http://creativecommons.org/education


copyright  protecting your work

✤ Registration

✤ Use of copyright notice

✤ DMCA  (read these for a straightforward explanation:  http://www.sfwa.org/2013/03/the-dmca-takedown-notice-demystified/ http://www.ipwatchdog.com/2009/07/06/sample-dmca-

take-down-letter/id=4501/

✤ takedown provisions

✤ benefits:  ya get the power of a big company (the ISP) to work for you

✤ disadvantages:  takedown wars; malicious use

✤ query:  can it be used to cause take down of photos that are not copyrighted, but are shaming?’

✤ revenge porn?

✤ Metadata

✤ Can you embed a license? Stipulated damages? 

✤ compare shrink wrap licenses (click and agree)

http://www.sfwa.org/2013/03/the-dmca-takedown-notice-demystified/


Patent Time limited monopoly in exchange for disclosure

Title 35 of the United States Code and federal regulations

What is a Patent? 

• A Property Right

– Right to exclude others from making, using, selling, offering for sale or 

importing the claimed invention

– Limited term

– Territorial: protection only in territory that granted patent; 

NO world‐wide patent



patent   types of U.S. patents

• Utility

• – How an invention works 

• – Inventions

– Functionality

– 20 year term from filing date

• Design

• – How it looks

– ornamental design described & shown 

– 14 year term from grant date

• Plant

• – new variety of asexually reproduced plant. 

• – 20 year term from filing date





patent    DESIGN



Patent.  SCOTUS opened the door 

to patenting flow charts (software)  

✤ https://en.m.wikipedia.org/wiki/Bilski_v._Kappos

✤ Bilski v. Kappos, 561 U.S. 593 (2010), was a case decided by the 

Supreme Court of the United States holding that the machine-or-

transformation test is not the sole test for determining the patent 

eligibility of a process, but rather "a useful and important clue, an 

investigative tool, for determining whether some claimed inventions 

are processes under § 101." In so doing, the Supreme Court affirmed 

the rejection of an application for a patent on a method of hedging 

losses in one segment of the energy industry by making investments 

in other segments of that industry, on the basis that the abstract 

investment strategy set forth in the application was simply not 

patentable subject matter.

https://en.m.wikipedia.org/wiki/Bilski_v._Kappos


patent.  Business methods.  Software.  

Flow charts. And claims claims claims 

✤ https://en.m.wikipedia.org/wiki/State_Street_Bank_%26_Trust_Co._v._Signature_Financi

al_Group,_Inc.

✤ State Street Bank and Trust Company v. Signature Financial Group, Inc., 149 F.3d 1368 

(Fed. Cir. 1998), also referred to as State Street or State Street Bank, was a 1998 

decision of the United States Court of Appeals for the Federal Circuit concerning the 

patentability of business methods. State Street for a time established the principle that a 

claimed invention was eligible for protection by a patent in the United States if it involved 

some practical application and, in the words of the State Street opinion, "it produces a 

useful, concrete and tangible result."

✤ With the 2008 Federal Circuit decision In re Bilski, however, the useful-concrete-tangible 

test was jettisoned. According to the Federal Circuit's Bilski opinion, the "'useful, concrete 

and tangible result inquiry' is inadequate," and the portions of the State Street decision 

relying on this inquiry are no longer of any effect under US patent law. The Supreme 

Court affirmed the judgment of the Federal Circuit in Bilski v. Kappos.

https://en.m.wikipedia.org/wiki/State_Street_Bank_&_Trust_Co._v._Signature_Financial_Group,_Inc


✤ http://www.google.com/patents/US7505916

http://www.google.com/patents/US7505916


patent v copyright. Software

✤ Patent obviously is far more intellectual property 

protection than mere copyright

✤ Patent is not on the code. That's copyright

✤ Patent is on the system. Flow charts and claims are 

key



patent v trade secret

✤ trade secrets are ideas, methods, systems, etc. that are not 
patentable

✤ typically a state by state law matter.

✤ trade secrets — If obtained legally, it is legal to reverse engineer

✤ If you develop a system that someone else already has, you are not 
precluded by patent law from using it

✤ patent law would preclude you from using your idea if  the idea is 
already patented…. the story of the inline fertilizer irrigation ball

✤ BUT YOU HAVE TO MAINTAIN SECRECY!



trade secrets.  Once a matter of state 

domain, now it's also a federal matter

✤ In May of 2016, congress passed a federal defend 

trade secrets law. Creating a federal law claim. 

Opening the doors of federal court.  To trade secrets 

violations

✤ https://www.congress.gov/114/bills/s1890/BILLS-

114s1890enr.pdf

✤ http://www.ipwatchdog.com/2016/05/23/defend-trade-

secrets-act-2016-creates-federal-jurisdiction-trade-

secret-litigation/id=69245/ See Excerpts next slide

https://www.congress.gov/114/bills/s1890/BILLS-114s1890enr.pdf
http://www.ipwatchdog.com/2016/05/23/defend-trade-secrets-act-2016-creates-federal-jurisdiction-trade-secret-litigation/id=69245/


trade secrets.  Federal Defend 

Trade Secrets Act

✤ The DTSA creates a federal cause of action for trade secret misappropriation that largely mirrors the 

current state of the law under the Uniform Trade Secrets Act, which has been adopted by 48 states. The 

DTSA uses a similar definition of trade secrets, and a three-year statute of limitations, and it authorizes 

remedies similar to those found in current state laws. The DTSA also creates an ex parte seizure 

procedure for use in extraordinary circumstances where the party against whom the seizure is ordered 

“would destroy, move, hide, or otherwise make such matter inaccessible to the court, if the applicant were 

to proceed on notice to such person….” While the seizure may be carried out immediately, the new law 

provides that the court shall set a hearing not less than seven days after the issuance of the order. Finally, 

the law protects whistleblowers from retaliatory accusations of trade secret misappropriation, so long as the 

whistleblowers disclose trade secret information to government or court officials in confidence.

✤ The DTSA will not preempt existing state law, which will preserve and afford plaintiffs’ options in regards to 

whether to file federal or state claims and which court to select. It also notably omits any requirement that a 

trade secret plaintiff describe its trade secrets with particularity, which several states, including California, 

currently require. Significantly, the DTSA also prohibits injunctive relief based on the inevitable disclosure 

doctrine, which is consistent with California law and thus should not detrimentally impact employee 

mobility.



confidentiality, non-disclosure 

agreements

✤ How to protect proposals, whether for grants or otherwise.

✤ See http://www.techrepublic.com/article/submitting-a-proposal-

and-safeguarding-your-ideas/ It suggests you withhold detail in 

proposals.  It also suggests putting a copyright notice

✤ the proposal is not copyrightable.

✤ put a copyright mark anyway

✤ But, as we learned, copyright does NOT protect ideas

http://www.techrepublic.com/article/submitting-a-proposal-and-safeguarding-your-ideas/


confidentiality and non-disclosure 

agreements

✤ Possible solutions are the use of confidentiality 

clauses and non-disclosure agreements

✤ include the language in your proposal

✤ draft a separate agreement and have the recipient 

sign it

✤ include stipulated damages and right to injunctive 

relief



You have requested that XXX provide an estimate of the price and costs for the work you have asked XXX to perform. This is the estimate of the costs and pricing for the work, to-wit, for XXX to: 

(describe the work here and indicate by address where) 

It is agreed and understood that the pricing and costs listed are an estimate, and are subject to change should additional work be requested or required to complete the work. 

By our signatures below, we enter into an agreement for me to perform the work and for you to pay for the work upon receipt of XXX invoice(s). It is agreed and understood that should additional work arise, whether by request or by 

requirement, you agree to pay for such work upon receipt of XXX invoice(s) for the same. By our signatures below, we enter into a legal and binding agreement. I will perform the work and shall deliver invoice(s) for the items and labor 

provided to perform the work. You shall pay for the items and labor at the price(s) stated on the invoice(s). Payment in full is due upon receipt of the invoice. Any payment not received in full upon receipt shall be the balance due and owing, 

and thirty (30) days after your receipt of the invoice(s), the balance due and owing on each invoice shall bear interest at the rate of ten (10%) per cent per annum. In addition, in the event of non-payment or late payment, you agree to pay for 

any and all attorneys fees and costs incurred by XXX to collect payment. 

It is understood and agreed that the design, layout, description, installation techniques, products, materials, and pricing for items and labor provided by XXX are confidential and proprietary to XXX (the “protected matters”). XXX shall label or 

stamp protected matters provided in written form with the word “Confidential” or some similar warning. XXX shall promptly provide a writing indicating that any protected matters communicated orally that such oral communications constituted 

protected matters. You shall hold and maintain protected matters in strictest confidence for the sole and exclusive benefit of XXX and you shall carefully restrict access to protected matters to employees, contractors, and third parties as is 

reasonably required and shall require those persons to sign nondisclosure restrictions at least as protective as those herein stated. You shall not, without prior written approval from XXX, use for your own benefit, publish, copy or otherwise 

disclose to others, or permit the use by others for their benefit or to the detriment of XXX, any protected matters. Upon request by XXX, you shall return to XXX any and all records, notes, and other written or tangible materials in your 

possession pertaining to protected matters immediately upon written request byXXX. This non-disclosure/confidentiality provisions shall survive the termination of this agreement and your duty to hold protected matters in confidence shall 

remain in effect until the protected matters no longer qualify as proprietary or a trade secret or until XXX delivers to you a written notice releasing you from this agreement. You agree that in the event of a breach of any of the provisions of this 

agreement regarding protected matters, that irreparable injury shall inure to XXX and stipulate and agree that injunctive rel ief shall be available to XXX, without the requirement of the posting of any bond by XXX, and without prejudice to XXX 

recovering any compensatory or other damages for a violation of any these provisions. It is stipulated and agreed, without prejudice to XXX establishing otherwise, that XXX shall incur damages in the sum of $2,000.00 per violation of these 

duties of non-disclosure and confidentiality. Further, you agree to be liable for any and all attorneys fees and costs XXX may incur in enforcing these provisions. 

Agreed to and accepted by: XXX 

By:

Name:  

Title: 

Date: 

NAME OF CUSTOMER 

By: 

Name: 

Title: 

Date: 



protecting creative works

✤ the use of metadata

✤ many scholars and practitioners advise not only to 

include the copyright symbol, but also to include the 

copyright in the metadata

✤ query:  can you create a license or non-disclosure 

agreement by use of metadata?

✤ compare to shrink wrap licenses



contracts are your friend

✤ contracts are your friend

✤ use them

✤ do not be afraid to use them

✤ do not hesitate to modify a proposed contract provided to you

✤ a contract sets the boundaries of the relationship

✤ expectations — write them down

✤ anticipate problems—provide for remedies

✤ contracts avoid misunderstandings



photographing people

✤ see http://www.pcblawfirm.com/legal-issues-photographing-people/

✤ right of privacy

✤ right of publicity (everyone’s an actor these days, protecting their 

images)

✤ trespass

✤ telephoto lenses…not so much

✤ photographing a woman leaving an abortion provider…not too fast

http://www.pcblawfirm.com/legal-issues-photographing-people/


model releases

✤ use model releases (painting, photography, video, etc)

✤ sample forms 

http://asmp.org/tutorials/forms.html#.V1wHqFc01-X

http://asmp.org/tutorials/forms.html#.V1wHqFc01-X


miscellaneous

✤ tattoo artists have unique concerns

✤ what license do they have in the art they tattoo on 

you

✤ do they have permission to tattoo a drawing you 

bring

✤ what of photographers who photograph a tattoo



useful links

✤ The United States copyright law is contained in chapters 1 through 8 and 10 through 12 of title 17 of the United States Code. The 

Copyright Act of 1976, which provides the basic framework for the current copyright law, was enacted on October 19, 1976, as 

Pub. L. No. 94-553, 90 Stat. 2541.  

✤ Patent is codified in Title 35 of the United States Code.  Title 37 of the CFR contains regulations

✤ http://www.copyright.gov/title17/circ92.pdf

✤ the push for a small claims copyright court    http://copyright.gov/docs/smallclaims/usco-smallcopyrightclaims.pdf

http://www.ppa.com/files/pdfs/VisualAssociationsSmallClaimsTribunalPaper.pdf

✤ http://www.copyright.gov

✤ http://fairuse.stanford.edu

✤ This site is awesome; Stim also answers questions 

✤ https://graphicartistsguild.org

✤ https://creativecommons.org/about/

✤ http://digital-law-online.info/lpdi1.0/treatise18.html

✤ focus is on software and intellectual property issues

http://www.copyright.gov/title17/circ92.pdf
http://copyright.gov/docs/smallclaims/usco-smallcopyrightclaims.pdf
http://www.ppa.com/files/pdfs/VisualAssociationsSmallClaimsTribunalPaper.pdf
http://www.copyright.gov
http://fairuse.stanford.edu
https://graphicartistsguild.org
https://creativecommons.org/about/
http://digital-law-online.info/lpdi1.0/treatise18.html


useful links

✤ http://www.nolo.com

✤ “Getting Permission by Richard Stim, Stanford School of Law and Attorney

✤ a plethora of legal resources written by lawyers for non lawyers

✤ http://www.copyright.gov/circs/circ01.pdf

✤ http://www.copyright.gov/comp3/chap900/ch900-visual-art.pdf

✤ http://asmp.org/tutorials/forms.html#.V1wHqFc01-X model releases and other 

documents

✤ http://www.wipo.int/about-ip/en/ (world intellectual property organization)

✤ http://www.ipwatchdog.com.  A patent lawyer's informative blog

http://www.nolo.com
http://www.copyright.gov/circs/circ01.pdf
http://www.copyright.gov/comp3/chap900/ch900-visual-art.pdf
http://asmp.org/tutorials/forms.html#.V1wHqFc01-X
http://www.wipo.int/about-ip/en/
http://www.ipwatchdog.com

